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DETAILED ACTION 
Oath/Declaration 

1 . The oath or declaration is defective. A new oath or declaration in 

compliance with 37 CFR 1.67(a) identifying this application by application 

number and filing date is required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 
It does not identify the mailing address of each inventor A mailing 
address is an address at which an inventor customarily receives his or her 
mail and may be either a home or business address. The mailing address 
should include the ZIP Code designation. The mailing address may be 
provided in an application data sheet or a supplemental oath or 
declaration. See 37 CFR 1 .63(c) and 37 CFR 1 .76. 

It does not identify the citizenship of each inventor. 

The full name of each inventor (family name and at least one given name 
together with any initial) has not been set forth. 

Drawings 

2. Figures 2 and 3 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1 .121(d) are required in reply to the Office 
action to avoid abandonment of the application. The replacement sheet(s) should 
be labeled "Replacement Sheet" in the page header (as per 37 CFR 1.121(d)) so 
as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 
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Claim Objections 

3. Claims 8-1 0 are objected to because of the following informalities: 
dependent claims 8-10 lack antecedent basis for the phrase "the CODEC". 
Accordingly, all instances of the phrase "the CODEC" in claims 8-10 should be 
changed to ~a CODEC--. Appropriate connection is required. 

4. . Claim 28 is objected to because of the following informalities: the term 
"output port" should be changed to -input/output port-. An output port generally 
only outputs information. Therefore, by claiming an "output port" to "receive a 
digital signal", the terminology is inconsistent with the accepted meaning. 
Appropriate correction is required. 

Ciaim Rejections - 35 USC § 101 

5. Claim 10 is rejected under 35 U.S.C. 101 because the claimed invention is 
not supported by either a credible asserted utility or a well established utility. 

The conversion of analog sound, speech and/or video to digital code must 
necessarily occur before any further processing by software. That is, a CODEC 
that is purely software cannot, in and of itself, perform analog to digital 
conversion, and must be coupled to a hardware A/D converter to perform the 
step of analog to digital conversion. Similarly, a software CODEC could not 
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perform the step of converting digital code to analog sound, speech and/or video. 
The digital to analog conversion must necessarily occur after any processing by 
the software CODEC in a hardware D/A converter. Accordingly, since the claim 
is directed only to analog to digital conversion and digital to analog conversion, 
and not to any further processing steps capable of being performed by software, 
the claim lacks any credible utility. 

Claim 10 is also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a credible 
asserted utility or a well established utility for the reasons set forth above, one 
skilled in the art clearly would not know how to use the claimed invention. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
states and was published under Article 21 (2) of such treaty in the English language. 

7. Claims 1-7, 18, 19, and 25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Du et al. (U.S. Patent 6,675.233). 

In regard to claim 1, Du et al. discloses a method comprising: 
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recognizing tiiat a primary device with a storage location has been placed 
in a power saving mode; and 

switching file access control of the primary device's storage location from 
the primary device to an audio device after the primary device has been placed in 
a power saving mode (Fig. 2, when the system is off, a controller 18 is used to 
traverse drives 20 and/or 22, column 4, lines 6-12). 

In regard to claim 2, Du et al. discloses the primary device (Fig. 3, 
computer system 10) sending a signal to the audio device (controller 18) to alert 
the audio device that the primary device has been placed in a power saving 
mode (switches 68 decouple the controller 18 when the system 10 is ON, column 
6, lines 25-29; power is supplied to the controller 18 when the system 10 is OFF 
and a function key is pressed, column 6, lines 17-25; furthermore, the switches 
68 must necessarily couple when the system 10 is switched from ON to OFF). 

In regard to claim 3, Du et al. discloses switching control of the primary 
devices storage location (drives 20 and/or 22) and the primary devices CODEC 
(MP3 decoder) to the audio device (controller 18) upon a user request while the 
primary device (system 10) Is not in power saving mode (MPS files are decoded 
and stored on drives 20 and/or 22 when the system 10 is ON. column 7. lines 31- 
37). 
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In regard to claims 4 and 5, Du et al. discloses the audio device is 
installed within the primary device (Fig. 3) or is external to the primary device 
(Figs. 5A and 5B, column 6, lines 42-43; note also that MP3 decoding takes 
place at the external MP3 device, column 6, lines 55-58). 

In regard to claim 6, Du et al. discloses the audio device is coupled to the 
primary device through a USB connection (column 6, lines 61-64). 

In regard to claim 7. Du et a|. discloses the primary device is a laptop 
computer (portable laptop computer system 10, column 3, lines 44-45). 

In regard to claim 18, Du et al. discloses a method of processing an audio 
file located on a primary device's storage location comprising: 

accepting a user request at the keypad (function keys 66); 
converting the user request to an entry code; 

transmitting the entry code to an audio device (controller 18; the external 
function keys 66, allow a user to input a request, column 4, lines 56-58; since the 
function keys are external to the controller 18, they must necessarily convert the 
user request to an entry code and transmit it to the controller 1 8); 

determining the function of the entry code at the audio device (controller 
18 includes a function key interface 46 to interpret commands generated by 
function keys 66, column 4, lines 64-67); and 
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processing the audio file on tlie primary device's storage location 
according to the function detemnined at the audio device (controller 18 
determines the MPS file indicated and retrieves it from a drive, column 5, lines 
13-16). 

In regard to claim 19, Du et al. discloses: 

accepting a user request to play an audio file from a storage location (disk 
drive 20 or CD-ROM drive 22) where the storage location is attached to the 
primary device (column 5, lines 13-16); 

transmitting the user request to play an audio file to a micro-controller 
(function key interface 66 generates command to the processor 48, column 4, 
lines 64-67); 

determining the format, name, and location of the audio for which the play 
request has been made (processor 48 traverses the directory structure according 
to user commands, column 5, lines 6-9); 

transmitting the format, name, and location of the audio file to a DSP 
(processor 48 retrieves the selected file from the drive and sends it to decoder 
58, column 5, lines 13-16 and 21-22); and 

notifying the DSP that it is time to start playing the audio file (once the file 
is received by the decoder 48, it is converted to PCM data sent to DAC 60 to be 
converted to an analog waveform and played, column 5, lines 26-28, 36-38, and 
40-43). 
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In regard to claim 25. Du et al. discloses the audio file has a MPS format 
(column 1, lines 40-41). 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the Invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 8, 9, 20, 22-24, 27-34, and 36-52 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Du et al., in view of Altare et al. (U.S. Patent 
6,791,481). 

In regard to claims 8-9, Du et al. discloses a CODEC that converts digital 
code to analog sound, speech, and/or video (controller 18 includes an integrated 
DAC to convert digital to analog, column 4, lines 22-25; and video driver circuitry, 
lines 36-38). 

Du et al. further discloses that a CODEC can be implemented in hardware 
(wherein the controller includes an integrated DAC) or in a combination of 
hardware and software (wherein an external DAC is used, and the controller 18 
includes a decoder algorithm stored in flash memory, column 4, lines 25-27 and 
column 5, lines 28-29). 



Application/Control Number: 10/007,145 Page 9 

Art Unit: 2655 

Du et al. does not disclose converting analog sound, speech, and/or video 
to digital code. 

Altare et al. discloses an MPS recorder/player for use with a CD-ROM that 
converts analog sound or speech to digital code (digitize, column 12, lines 5-9). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to also convert analog sound, speech, and/or video 
to digital code, so the user would be able to record analog input from either a 
microphone or analog line in without having to turn the computer on, thereby 
saving battery power. 

In regard to claim 20, Du et al. does not disclose any features of the claim. 
Altare et al. discloses : 

accepting user request to record sound to a storage location, where the 
storage location is attached to the primary device (menu selection includes 
Record selection, column 9, line 6); 

transmitting the user request to record sound to a microcontroller (Fig. 1 , 
Keyboard processor 35 manages the operator interface, column 12, lines 9-12); 

accepting sound into a microphone (43, column 12, lines 5-9); 

receiving sound accepted into the microphone into a CODEC (33, column 
12, lines 5-9; 

converting the sound from an analog stream at the CODEC to a digital 
stream (the CODEC is in connection with a hard disk, therefore the CODEC must 
convert the analog stream to a digital stream, see Fig. 1); 
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transmitting the digital stream from the CODEC to a digital interface (See 
Fig. 1 , connection between audio CODEC 33 and MPS Encoder 34); 

receiving the digital stream from the digital interface into a DSP (column 
10, lines 27-30); 

performing noise cancellation if necessary (MP3 encoders inherently 
adjust to reduce quantization noise if the quantization noise exceeds the masking 
threshold). 

compressing the digital stream if necessary (MP3 encoders inherently 
compress a digital audio stream); and 

writing the digital stream to a storage location (hard disk 30, column 10 
lines 37-41). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to perform the steps as disclosed by Altare to record 
sound from a microphone, so the user would be able to record analog input from 
either a microphone or analog line in without having to turn the computer on, 
thereby saving battery power. 

In regard to claims 22 and 23, neither Du et al. nor Altare et al. explicitly 
disclose how a function related to a keypad entry code is determined. 

Official notice is taken that it is notoriously well known and recognized in 
the art to compare an entry code to a table of entry codes including 
corresponding functions associated with each entry code to determine the 
function related to a keyboard entry node. 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combination of Du et al. and Altare et al, to compare an 
entry code to a table of entry codes including corresponding functions associated 
with each entry code to determine the function related to a keyboard entry node, 
since this provides a extremely simple, fast means to associate a user entry on a 
keyboard with the corresponding function, especially when there are a limited 
number of keys and associated functions. 

In regard to claims 24, 26, and 27, Du et al, discloses that the audio 
controller 18 is a general purpose audio controller capable of receiving, playing, 
and/or decompressing any type of audio data (column 7, lines 1 1-1 9). 

Neither Du et al. nor Altare et al. explicitly disclose that the data is CD 
audio data, WAV data, or AAC data. 

Official notice is taken that it is notoriously well known and recognized in 
the art to code audio as CD audio data, WAV data, or AAC data. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to handle CD audio data, WAV data, or AAC data 
since these are all common audio formats, and a user would most likely have 
audio in these formats. By modifying Du et al. to handle these formats, it would 
allow the method to process more of the files a user would have, eliminating the 
need for several different products for each format. 
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In regard to claim 28, Du et al. discloses an apparatus comprising: 
a micro-controller (Fig. 4, processor 48); 

an input device coupled to the micro controller, to receive user entries to 
control a primary device's audio device when the primary device is in a power 
saving state (function keys 66); 

an interface to the micro-controller, the interface to provide the micro- 
controller with access to a storage location, wherein the storage location is 
coupled to the primary device (see Fig. 1 , disk drive 20 and CD-ROM 22 are 
coupled to the CPU 12 of the computer system 10 and Fig. 4, Host IDE bus and 
Slave IDE bus); 

a gateway coupled to the micro-controller (function key interface 46 and 
LCD interface 57 each act as gateways to their respective external devices); 

a DSP coupled to the gateway, the DSP to read user requested files and 
decode user requested files (decoder 58, column 5, lines 21-22 and lines 36-38); 
and 

an output port coupled to the DSP (decoder), the output port to transmit a 
decoded audio stream out of the DSP (column 5, lines 38-43). 

Du et al. does not disclose that the DSP is to write to user files; and 

that the output port receives a digital signal into the DSP. 

Altare et al. discloses a system comprising a DSP (MP3 encoder/decoder 
34) that writes to user files (to hard disk 30, column 10, lines 31-41); and 
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an output port to receive a digital signal into the DSP (see Fig. 1, data 
from audio codec 33 is a digital signal, passed to MPS encoder/decoder 34, 
column 10, lines 19-20 and lines 27-30). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to include means to receive a digital signal and write 
to user files, so the user would be able to record analog input from either a 
microphone or analog line in without having to turn the computer on, thereby 
saving battery power. 

In regard to claims 29 and 30, Du et al. discloses the interface is an IDE 
interface (see Fig. 1 , disk drive 20 and CD-ROM 22 are coupled to the CPU 12 of 
the computer system 10 and Fig. 4, Host IDE bus and Slave IDE , bus) and the 
storage location is a hard drive (20, column 3, line 58). 

In regard to claims 31-33 and 43-44 neither Du et al. nor Altare et al. 
disclose the storage location is a CD-RW drive, or a Smartmedia flash memory, 
however, official notice is taken that CD-RW and Smartmedia flash memory 
drives are notoriously well known in the art and it would have been obvious to 
one of ordinary skill in the art at the time of invention to use a CD-RW drive or 
Smartmedia flash memory as a storage location since CD-RW or Smartmedia 
flash memory would provide a rewritable, compact, and portable means for 
storage. 
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Furthermore, if a Smartmedia flash memory were used for storage, 
inherently, a Smartmedia interface would be needed to read and write from the 
Smartmedia flash memory. 

In regard to claim 34, Du et al. suggests the primary device is a notebook 
computer (portable laptop computer system 10, column 3, lines 44-45). 

In regard to claim 36 Du et al. discloses a USB interface coupled to the 
microcontroller (column 6, lines 61-64). 

In regard to claims 37, 38, and 46, Du et al. discloses a master (host) port 
and a slave port coupled to the micro-controller (Fig. 4, Host IDE bus and Slave 
IDE bus). 

Neither Du et al, nor Altare et al. disclose an I2C master port or an I2C 
slave port. 

Official notice is taken that it is notoriously well known and recognized in 
the art that I2C is an industry standard for inter-IC control. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. and Altare et al. to include an I2C master port and 
an I2C slave port, since I2C provides a standard interface between IC's that 
alleviates many interfacing problems. 
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In regard to claim 39, Du et al. discloses a ROM coupled to the 
microcontroller (decoder 58 stores a decoder algorithm therein, column 5, lines 
26-28). 

In regard to claim 40, Du et al. discloses an SRAM coupled to the micro- 
controller (50, column 5, lines 16-18). 

In regard to claim 41, Du et al. discloses an SD flash controller coupled to 
the •micro-controller (flash memory 52, column 5, lines 29). 

In regard to claim 42, neither Du et al. nor Altare et al. explicitly disclose 
that the micro-controller is an 8051. However, official notice is taken that it is 
notoriously well known that the 8051 is one of the most popular micro-controllers 
used and it would have been obvious to one of ordinary skill in the art at the time 
of invention to use an 8051 microcontroller because they are prevalent in the 
industry and cheap. 

In regard to claim 45, Du et al. must inherently have an AC link interface 
coupled to the DSP in order to charge the battery of the primary device. 

In regard to claims 47-50, Du et al. discloses the device is a single device 
that is internal to the primary device (Fig. 1 , controller 18 is within the computer 
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system 10), as well as a part of a single device which is external to the primary 
device (Fig 5A, controller 18' is operable with external MP3 player 70, column 6, 
lines 42-43). 

In regard to claim 51, Du et al. discloses an interface coupled to the 
controller comprises a plurality of interfaces (column 6, lines 61-64). 

In regard to claim 52, Du et al. discloses a storage location comprises a 
plurality of storage locations (drives 20 and 22). 

10. Claims 11-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Du et al., in view of Bartel et al. (U.S. Patent 6,754,895). 

In regard to claim 1 1 , Du et al. discloses searching a storage location for a 
digital signal processor (DSP) boot program; and 

providing the DSP with the boot program (Fig. 4, instruction for the 
retrieval and play of files are stored in flash memory 52, and provided to the 
processor 48 upon activation of a function key, column 4, line 67 through column 
5, line 4). 

Du et al. further discloses that the decoding algorithms stored in flash 
memory 52 should be updateable (column 5. lines 31-34). 

Du et al. does not disclose searching for updates to the DSP boot 
program; and 

providing the DSP with updates for the DSP boot program. 
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Bartel et al. discloses a method for updating a processor that searches for 
updates to a boot program (Fig. 6, step 604 the nonvolatile nnemory is checked to 
see if an update flag has been set, column 8, lines 13-15); and 

provides the processor with the updates to the boot program (step 607, 
the firmware is updated, column 8, lines 53-58). 

Bartel et al. further discloses that the updating occurs automatically 
without the need for any user intervention (column 8, lines 9-13). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to search for an update to the DSP boot program 
and to provide the updates to the DSP, since by updating without the need for 
user intervention, the update Is robust and immune to error confusion, as taught 
by Bartel et al. (column 3, lines 28-30). 

In regard to claim 12, Du et al. discloses searching a storage location for a 
DSP boot program with a micro-controller (Fig. 4, microprocessor 48 provides 
decoder 58 with algorithm stored in flash memory 52, column 5, 28-31). 

In regard to claim 13, the combination of Du et al. and Bartel et al., as 
applied to claim 11, above, discloses in Bartel et al. searching for updates to the 
DSP boot program with a micro-controller (Fig. 2, controller 28 runs the update 
application used to perform the search in step 604, column 8, lines 4-6 and lines 
9-13). 
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In regard to claims 14-17, neither Du et al. nor Bartel et al. explicitly state 
what type of storage location is searched for boot programs or updates to the 
boot program. 

Official notice is taken that ROM's, SRAM's, and external ROM's are all 
notoriously well known and recognized in the art. 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combination of Du et al. and Bartel et al. to store boot 
programs and boot program upgrades in either ROM's, SRAM's, or external 
ROM's, since, as is well known in the art, these storage devices provide 
compact, fast, and in the case of an external ROM, portable, means for storing 
data. 

1 1 . Claims 21 and 35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Du et al., in view of Altare et al., and further in view of Lee 
(U.S. Patent 6,278,048). 

In regard to claim 21 , Du et al. discloses transferring control of a prinnary 
device's audio control to a secondary device's audio control (column 4, lines 6- 
12). 

Du et al. does not disclose any microphone features. 
Altare et al. discloses accepting sound into a microphone (column 12, 
lines 5-9); 

amplifying the voice input at the microphone (a microphone input must 
inherently be amplified to bring the signal to line level before digitization); and 
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outputting the voice after it has been amplified through a speaker (column 
10, lines 19-27). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Du et al. to accept a microphone and output the voice through 
a speaker, so the user would be able to record and playback input from a 
microphone without having to turn the computer on, thereby saving battery 
power. 

Du et al. and Altare et al. do not disclose accepting sound in the 
microphone while an audio files is playing; or 

outputting the voice at the same time the audio file being played is having 
its sound output through the speaker. 

Lee disclose a portable MPS karaoke player that accepts sound in a 
microphone while an audio file controlled by an audio device (Fig. 1 , receiver 15) 
is playing from a storage location (column 3, lines 60-67); and 

outputting the voice at the same time the audio file being played is having 
its sound output through the speaker (column 4, lines 21-39). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to further modify the combination of Du et al. and Altare et al. to accept 
and playback a voice through a microphone while music was playing in order to 
implement a karaoke feature that would allow a user to use their laptop as a 
karaoke machine without having to buy a separate device. 
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In regard to claim 35, neither Du et al. nor Altare et al. disclose the device 
is an audio jukebox. 

Lee discloses an audio jukebox (karaoke machine, column 3, lines 31-33). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the combination of Du et al. and Altare et al. so the primary 
device was a jukebox, so the portable jukebox would be able to save power 
allowing it to be used for longer periods where power was not available (outside, 
etc.) 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Brandenburg {MP3 andAAC Explained) discloses the 
coding process of the MP3 encoder. Yoo et al. (U.S. Patent 6,721,709) discloses 
an additional MP3 encoder/decoder system that accepts microphone input. 
Spies (U.S. Patent 5,598,563) discloses a method of searching a memory for a 
boot file. Torii (U.S. Patent 6,751 ,681 ) discloses a method of searching for an 
updated boot file. Klein (U.S. Patent 6,038,672), Jacobs et al. (U.S. Patent 
6,006,285), Chan et al. (U.S. Patent 6,71 1 ,631), and Jacobs et al. (U.S. Patent 
6,266,714) all disclose various systems for playing a CD from a computer while 
the computer is in a powered down state. 

1 3. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Brian L Albertalli whose telephone number is 
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(703) 305-1817. The examiner can normally be reached on Mon - Fri, 8:00 AM - 
5:30 PM, every second Fri off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Talivaldis Smits can be reached on (703) 305-301 1 . The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infonnation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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